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DETAILED ACTION 
Claim Rejections - 35 USC § 112 

1. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

2. Claims 1-8, 13-16, 52-77 rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

3. With respect to Claims 1,13, and 68: the phrase "exchange information providing a user 
interface displayed on a user computer" is indefinite. It is unclear to the examiner how an action 
(exchange of information) can provide something physical (a user interface). 

4. With respect to Claims 58, 59, 62, 67, 70-72: The claims state a number of acronyms 
which were never defined in the claims themselves, therefore leaving them to be unclear. The 
examiner suggests writing out the terms EDI and XML where they first appear in the claims. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIPA) and the Intellectual Property and High Technology Technical Amendments Act of 2002 
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do not apply when the reference is a U.S. patent resulting directly or indirectly from an 
international application filed before November 29, 2000. Therefore, the prior art date of the 
reference is determined under 35 U.S.C. 102(e) prior to the amendment by the AIPA (pre-AIPA 
35U.S.C. 102(e)). 

6. Claims 1-8 and 13-16, 52-58, 60, 61, 65, 68, 69, 71, 73-75 and 77 are rejected under 35 
U.S.C. 102(e) as being anticipated by Kluss (6,463,419). 

7. With respect to Claims 1, 69, and 73: Kluss discloses the use of a common carrier system 
(See Figure 17) comprising: 

a. A first storage located at a first entity (Computer 3 OA, Figure 1); 

b. A second storage located at a second entity (Computer 30B, Figure 1); 

c. A server that receives information from the first and second storages (40); 

i. The server has a user interface (Column 4, lines 34-55), which exchanges 
information with a user, enabling the user to create an electronic booking request, 
submit a booking request and receiving confirmation of the booking request 
(column 9, lines 23-29). Kluss discloses a charterer sending an e-mail to the ship 
owner to start negotiations, the examiner considers this to be a form of an 
electronic booking request. It is the examiner's position that the system of Kluss 
is fially capable of performing operations such as the user submitting request form 
a first entity, and receiving conformation from the first entity, due to the fact that 
the user and the entity enter into communication through e-mail, and are ftilly 
capable of sending messages back and forth to each other. Whether these 
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messages are negotiations or confirmation e-mails are merely non-functional 
descriptive material that are not functionally related to the system. 

8. With respect to Claims 2-4: Kluss discloses the user interface can be customized by the 
user (column 7 line 42 to column 8 line 2 and column 14, lines 49-65). The system of Kluss uses 
customized contracts, and customized user interfaces, which the examiner considers these to be 
templates. The examiner considers the system of Kluss being fully capable of performing the 
steps of the system claim of the present invention, specifically where the "previously drafted 
electronic booking request" where it was selected from the results of a search performed by the 
user, or was a confirmed electronic booking request, due to the fact that the forms and user 
interfaces are customizable. These are method limitations in a system claim, Kluss discloses the 
claimed structural limitations, and is fully capable of creating customer interfaces or forms. 

9. With respect to Claim 5: Kluss discloses the system being used for maritime freight 
operations enabling a container to be transported (see abstract). 

10. With respect to Claims 6 and 7: Kluss discloses the charterer and the ovraer of the ship 
engaging in negotiations to determine the cost of shipping. The examiner considers Kluss to 
disclose entering two booking requests, one when the initial cargo parameters into the system 
(Step 1604), submitted before price negotiations (claim 7), and then negotiations occur, and the 
conclusion of the negations where the user enters into a contract (Step 1608) being a second 
booking request done after negotiations (claim 6). Kluss also discloses that after negotiations are 
concluded the price is held for the user for a later day, therefore price negotiated before booking 
request (column 15, lines 52-58). 
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1 1 . With respect to Claim 8: Kluss discloses a new user registering with the site (column 7, 
lines 1-17). 

12. With respect to Claims 13 and 14: Kluss discloses the use of a system comprising a 
common carrier interface (See Figure 17, column 4, lines 34-55). The interface enabling a user 
to create a booking request, submit the booking request to an entity then receive confirmation 
from the entity (column 9, lines 23-29). Kluss discloses the generation of an event notification 
(column 26, lines 42-53) in the contract that is decided and entered into by both users, the charter 
and the owner of the ship (column 7, lines 47-67). It is the examiner's position that the system 
of Kluss is fully capable of performing operations such as the user receiving notificafion 
messsages, due to the fact that the user and the entity enter into communicafion through e-mail, 
and are fully capable of sending messages back and forth to each other. Whether these messages 
are negotiations or notifications e-mails are merely non-functional descriptive material that are 
not fiinctionally related to the system. 

13. With respect to Claims 15 and 16: Kluss discloses the use of a notification of failure of 
delivery (non-even) or delay of delivery (column 26, line 42 to column 27 line 37). 

14. With respect to Claims 52, 53, and 74: Kluss discloses the information such as loading 
and discharge ports (column 8, lines 13-24), which the examiner considers to be routing 
information. 

15. With respect to Claim 54: Column 8, lines 13-24. 

16. With respect to Claims 55-57: the system of Kluss discloses a user interface, which 
allows a user to send messages back and forth with the ship owner. However, the specific 
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message is deemed to be nonfunctional descriptive material and is not functionally related to the 
system itself. The System of Kluss is fully capable of sending these types of messages. 

17. With respect to Claims 61, 63, and 65: See Column 2, lines 8-13 and Claim 7. 

18. With respect to Claims 58, 60, and 71: See Column 6, lines 19-28. 

1 9. With respect to Claims 68: Kluss discloses the use of a common carrier system (See 
Figure 17) comprising: 

d. A first storage located at a first carrier (Computer 30A, Figure 1); 

e. A second storage located at a second carrier (Computer 30B, Figure 1); 

f A server that receives information from the first and second storages (40); 

ii. The server has a user interface (Column 4, lines 34-55), which exchanges 
information with a user, enabling the user to create an electronic booking request, 
submit a booking request and receiving confirmation of the booking request 
(column 9, lines 23-29). Kluss discloses a charterer is fully capable of being in 
communication with multiple ship owners (carriers) (See Figure 1), to start 
negotiations, the examiner considers this to be a form of an electronic booking 
request. It is the examiner's position that the system of Kluss is fully capable of 
performing operations such as submitting a routing request, submitting shipping 
instructions, receiving confirmation from the carriers, receiving routing 
information from the carriers and receiving booking activity plans from the 
carriers, due to the fact that the user and the carriers enter into communication 
through e-mail, and are fully capable of sending messages back and forth to each 
other. Whether these messages are negotiations or confirmation e-mails are 
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merely non-functional descriptive material that are not functionally related to the 
system. 

20. With respect to Claim 75: Kluss discloses the user and the carrier entering into a contract, 
and does not specifically disclose the request comprising a carrier booking number. However, 
the specific type of information that is contained in the request, such as the carrier booking 
number, is deemed to be nonfunctional descriptive material and is not functionally involved in 
the system or the steps recited. The system being capable of sending a booking request would be 
performed the same regardless of what type of information is on the request. Thus this 
descriptive material will not distinguish the claimed invention from the prior art in terms of 
patentability, see In re Gulack, 703 F .2d 1381, 1385, 217 USPQ 401, 404 (Fed.Cir.1983); In re 
Lowry, 32 F .3d 1579, 32 USPQ2d 1031 (Fed. Cir. 1994). 

21 . With respect to Claim 77: Kluss discloses the use of a system that is configured to store 
and keep track of contracts (booking requests). The system of Kluss allows a user to modify 
contracts, therefore it is the examiner's position that the system of Kluss is fully capable of 
allowing a user to modify a booking request after a container has been moved. 

Claim Rejections - 35 USC § 103 

22. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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23. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims v^as commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

24. Claims 59, 62, 64, 66, 67, 70 and 72 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kluss. 

25. As disclosed above for Claims 1 and 68, Kluss discloses the use of electronic 
communication, but does not disclose expressly that the information is in EDI format, or by the 
use of a pop-up dialogue box. At the time the invention was made, it would have been an 
obvious matter of design choice to a person of ordinary skill in the art to have the booking 
request of Kluss be in the form of an EDI or pop-up dialogue because Applicant has not 
disclosed the having the communication be either EDI or a pop-up dialogue box, is used for a 
particular purpose or solves a stated problem. One of ordinary skill in the art, furthermore, 
would have expected Applicant's invention to perform equally well with any form of electronic 
communication because it results in a message (booking request) being sent over a network. 
Therefore it would have been an obvious matter of design choice to modify Kluss to obtain the 
invention as specified in Claims 59, 62, 64, 66, 67, 70 and 72. 
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26, Claim 76 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kluss in view of 
Guidice et al. (6,463,420). 

27. With respect to Claim 76: Kluss discloses the use of a system that is used in the 
coordination of shipping. Kluss however, fails to disclose the system being able to track 
containers. Guidice discloses the use of a system that provides online tracking and delivery 
stations over the internet (see abstract). It would have been obvious to one having ordinary skill 
in the art at the time the invention was made to modify Kluss, to include tracking and delivery 
status capability, as disclosed by Guidice, in order to increase the efficiency and convenience of 
tracking delivery status, and to provide information to a user. (See Guidice, Column 2) 



Response to Arguments 

28. Applicant's arguments filed 7/5/05 have been fully considered but they are not 
persuasive. 

29. With respect to Applicant's arguments that Kluss does not disclose the system "creating 
an electronic booking request": Again as stated previously, the claims are directed to a system 
claim, which are limited to the structure of the system. Kluss discloses a system which uses a 
user interface, and the system is fully capable of creating a booking request. Kluss discloses the 
charter sending a message to the ship owner, the first message is considered to be a booking 
request. 

30. With respect to Applicant's arguments that Kluss fails to disclose receiving a 
confirmation of the electronic booking request: Kluss discloses the charterer and ship owner 
negotiating back and forth by e-mail until an agreement is entered into. The e-mail that the ship 
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owner sends back to the charterer and the final agreement, the examiner considers to be a 
confirmation of the electronic booking request. 

31 . With respect to Applicant's arguments that Kluss does not disclose forms that have been 
previously drafted by the user, or another user: As mentioned earlier, this claim is drav^n to a 
system, the system contains forms that are used to create contracts, v^ho the forms v^ere created 
by is non-functional limitations of the system claim. Kluss discloses that the standard forms and 
interfaces can be customized by the user, and a database can store these preferences, therefore 
the examiner considers this to be that the booking request and confirmation are drafted from 
previously requests. 

32. With respect to Applicant's argument that Kluss does not discloses the use of search 
results from which a previously drafted electronic booking may be selected: This limitation is a 
method limitation, in a system claim. The system of Kluss is fiilly capable of performing 
searches, as is any system with a database; therefore it is the examiner's position that the system 
of Kluss is fully capable of forming this method step. 

33. For the reasons stated above, the examiner considers Kluss to disclose the claimed 
invention, therefore the rejections stand as stated above. 

34. In the personal interview on 7/1 1/05: It was suggested that in order to put the claims in 
better form for allowance that the applicant first specify in the claims that the storage of the first 
and second entity are data storages. It was also suggested that the applicant focus the claims on 
how the system coordinates the shipping from the starting to the final destination, and 
coordinating the timing of the "hand off in the middle point. It was suggested that the claims 
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are drawn to the system coordinating with both entities to coordinate the entire shipping between 
the starting point, through the middle point and to the final destination. 



Any inquiry concerning this communication or earlier communications fi*om the 
examiner should be directed to Jamisue A. Webb whose telephone number is (571) 272-681 1. 
The examiner can normally be reached on M-F (7:30 - 4:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Weiss can be reached on (571) 272-6812. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 
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